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DETAILED ACTION 

Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-3, 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
MARSAN (US 6,188,904 B1). 

Regarding claim 1, MARSAN discloses a mobile communication terminal for use 
in a cellular mobile communication system (abstract), comprising: a circuit configured to 
acquire a first neighbor list from the first base station serving the mobile communication 
terminal in a standby mode (column 2:lines 41-63), the first neighbor list storing data 
indicating first peripheral base stations existing near the first base station (column 
2:lines 41-63); a memory configured to store the acquired first neighbor list (column 
2:lines 41-63); a circuit configured to acquire, if the serving base station is changed in a 
standby mode from the first base station to a second base station, a second neighbor 
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list from the second base station (column 2:lines 41-63; column 3:line 17-column 4:line 
13), the second neighbor list storing data indicating second peripheral base stations 
existing near the second base station (column 2:lines 41-63; column 3:line 17-column 
4:line 13); a measurement circuit configured to measure, when the second base station 
is serving the mobile communication terminal in a standby mode, communication quality 
between the mobile communication terminal and each of the second peripheral base 
stations listed in the acquired second neighbor list (column 3:line 17-column 4:line 13; 
column 4:line 34-column 5:line 3), and communication quality between the mobile 
communication terminal and each of the first peripheral base stations listed in the stored 
first neighbor list (column 3:line 17-column 4:line 13; column 4:line 34-column 5:line 3); 
and a circuit configured to select, as a hand-off destination candidate, one of the first 
peripheral base stations and the second peripheral base stations, which satisfies a 
preset condition, based on the measured communication quality (column 3:line 17- 
column 4:line 13; column 4:line 34-column 5:line 3). 

Regarding claim 2, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. MARSAN further discloses wherein the memory 
stores the first neighbor list until a number of occasions in which selection for selecting 
the hand-off destination candidate is performed reaches a preset value (column 5:line 
34-column 6:line 30). 

Regarding claim 3, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. MARSAN further discloses wherein the memory 
stores the first neighbor list for a preset time (column 5:line 66-column 6:line 67). 
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Regarding claim 12, MARSAN discloses a control unit incorporated in a mobile 
communication terminal for use in a cellular mobile communication system, the mobile 
communication terminal also incorporating a radio unit configured to transmit and 
receive radio signals to and from base stations, the radio unit being connected to the 
control unit (abstract), the control unit comprising: a first reception control section 
configured to make the radio unit to receive a first neighbor list from the first base 
station serving the mobile communication terminal in a standby mode, the first neighbor 
list storing data indicating first peripheral base stations existing near the first base 
station (2:lines 41-63); a memory configured to store the received first neighbor list 
(2:lines 41-63); a second reception control section configured to make the radio unit to 
receive, if the serving base station is changed in a standby mode from the first base 
station to a second base station, a second neighbor list from the second base station, 
the second neighbor list storing data indicating second peripheral base stations existing 
near the second base station (column 2:lines 41-63; column 3:line 17-column 4:line 13); 
a measurement control section configured to measure, when the second base station is 
serving the mobile communication terminal in a standby mode, communication quality 
between the mobile communication terminal and each of the second peripheral base 
stations listed in the acquired second neighbor list, and communication quality between 
the mobile communication terminal and each of the first peripheral base stations listed 
in the stored first neighbor list, measurement of the communication quality being 
performed based on the signals received by the radio unit (column 3:line 17-column 
4:line 13; column 4:line 34-column 5:line 3); and a selection section configured to select, 
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as a hand-off destination candidate, one of the first peripheral base stations and the 
second peripheral base stations, which satisfies a preset condition, based on the 
measured communication quality (column 3:line 17-column 4:line 13; column 4:line 34- 
column 5:line 3). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 4, 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
MARSAN (US 6,188,904 B1) in view of SATARASINGHE (US 6,112,089). 

Regarding claim 4, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. MARSAN further discloses wherein the 
measurement circuit measures reception quality from each of the first and second 
peripheral base stations (column 3:lines 58-column 4:line 12; column 5:line 34-65). 
However, MARSAN does not expressly disclose wherein the pilot signal reception 
quality is measured. SATARASINGE discloses wherein the pilot signal reception quality 
is measured (column 2:lines 25-45). Therefore it would have been obvious to a person 
of ordinary skill in the art at the time the invention was made to modify MARSAN to 
measure the pilot signal quality, as taught by SATARASINGE, as increases capacity of 
the system. 

Regarding claim 5, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. MARSAN further discloses wherein the 
measurement circuit measures the communication quality between the mobile 
communication terminal and each of the second peripheral base stations listed in the 
acquired second neighbor list, the measurement circuit also measuring the 
communication quality between the mobile communication terminal and those of the 
first peripheral base stations listed in the stored first neighbor list (column 3:lines 58- 
column 4:line 12; column 5:line 34-65). However, MARSAN does not expressly 
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disclose wherein the neighbor list is obtained by excluding the first peripheral base 
stations doubly listed as the second peripheral base stations in the second neighbor list. 
SATARASINGE discloses wherein the neighbor list is obtained by excluding the first 
peripheral base stations doubly listed as the second peripheral base stations in the 
second neighbor list (Figures 2 and 3; column 3:lines 16-67). 

Allowable Subject Matter 

8. Claims 6-11, and 13 are allowed. 

9. As allowable subject matter has been indicated, applicant's reply must either 
comply with all formal requirements or specifically traverse each requirement not 
complied with. See 37 CFR 1.111(b) and MPEP § 707.07(a). 

10. The following is an examiner's statement of reasons for allowance: 
Regarding independent claims 6 and 13, the prior art of record fails to teach a 

second measurement circuit configured to measure the communication quality between 
the mobile communication terminal and each of the first peripheral base stations listed 
in the first neighbor list, if the second peripheral base stations do not satisfy the preset 
condition; and a second selection circuit configured to select, as the hand-off destination 
candidate, one of the first peripheral base stations, which satisfies the preset condition, 
based on the measured communication quality between the mobile communication 
terminal and each of the first peripheral base stations. 

Regarding claims 7-11, these claims are allowed as being dependent upon 
independent claims that have been allowed. 
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Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

WILLEY (US 5,854,785) - Wireless communication device for soft handoff 
CZAJA et al (US 2002/0037726 A1) - Forward link inter-generation soft handoff 
between 2G and 3G CDMA systems 

TURCOTTE et al (US 5,666,650) - Split neighbor lists for multiple hyperband 
capable cellular systems 

WALLSTEDT et al (US 5,854,981) - Adaptive Neighbor Cell List 
LARRIBEAU et al (US 6,421 ,328 B1) - Neighborhood list assimilation for cell- 
based microsystem 

WILLIAMSON et al (US 5,953,320) - Constructing a temporary list of neighboring 
base stations 

OSTROFF et al (US 6,201,968 B1) - Combining entries from multiple neighbor 
cell lists to obtain an updated list 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ariel Balaoing whose telephone number is (571) 272- 
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7317. The examiner can normally be reached on Monday-Friday from 8:00 AM to 4:30 
AM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Trost can be reached on (571) 272-7872. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Ariel Balaoing 
Art Unit 2683 
Patent Examiner 
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